THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI S| ON ON APPEAL

James A. Herrman et al. appeal fromthe final rejection
of claims 2 through 21 and 36 through 57. dains 22 through
34, the only other clains pending in the application, stand

W t hdrawn from consi deration pursuant to 37 CFR 8 1.142(b).
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THE | NVENTI ON

The subject matter on appeal relates to a grindi ng wheel
for finishing articles such as brake rotors, power steering
punp rings and rotors, valve plates and the like. Caimb56 is
illustrative and reads as foll ows:

56. A grinding wheel; conprising:

(a) disk-like base nmeans for nounting the
gri ndi ng wheel and having a substantially planar
base surface;

(b) rimnmeans extending from said disk-1ike
base neans and having a rim surface of predeterm ned
wi dth and which lies in a plane parallel to and
spaced from sai d base surface; and

(c) abrasive means conprising a plurality
of abrasive pieces each having a wdth substantially
the same as said predetermned wdth of said rim
surface with each said abrasive piece secured to
said rimsurface to forman array of abrasive pieces
such that the width of each such abrasive piece is
di sposed to correspond to the wwdth of said rim
surface and so that said abrasive pieces are
di sposed along said rimsurface with a predetern ned
open spaci ng therebetween all so as that said array
of abrasive pieces covers a predeterm ned anount of
said rimsurface.

THE PRI OR ART

The references relied upon by the exam ner as evidence of

obvi ousness are:
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Hol | st rom 2,442,129 May
25, 1948
Keel eri c 2,799, 980 Jul . 23, 1957

THE REJECTI ON

Clainms 2-21 and 36-57 stand rejected under 35 U. S. C
8 103(a) as being unpatentable over Hollstromin view of
Keel eri c.

Reference is made to the appellants’ brief (Paper No. 13)
and to the examner’s final rejection and answer (Paper Nos.
11 and 15) for the respective positions of the appellants and
the exam ner regarding the nmerits of this rejection.?®?

DI SCUSSI ON

We shall not sustain the examiner’s 35 U.S.C. § 103(a)
rejection of clainms 2 through 21 and 36 through 57 as being
unpat ent abl e over Hollstromin view of Keeleric. For the

reasons expressed below, these clains are indefinite.

1 Al though the statenents of the rejection in the final rejection and
answer do not include clainms 16 through 21, 36 through 42 and 50 through 55,
t he acconpanyi ng expl anations indicate that the om ssion was inadvertent. The
argunents advanced in the brief pertaining to these clains show that the
appel l ants recogni zed the exam ner’s oversi ght and were not prejudiced
t her eby.

2 The final rejection also included a 35 U.S.C. §8 102(b) rejection based
on Hol |l strom whi ch has since been withdrawn by the exam ner (see page 3 in the
answer) .
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Therefore, the prior art rejection nust fall because it is
necessarily based on specul ative assunption as to the nmeaning

of the clains. See In re Steele, 305 F.2d 859, 862-63, 134

USPQ 292, 295 (CCPA 1962). It should be understood, however
that our decision in this regard is based solely on the

i ndefiniteness of the clainmed subject matter, and does not
refl ect on the adequacy of the prior art evidence applied in
support of the rejection.

NEW REJECTI ON

Clainms 2 through 21 and 36 through 57 are rejected under
35 U S.C 8 112, second paragraph, as failing to particularly
poi nt out and distinctly claimthe subject matter the
appel l ants regard as the invention.

The second paragraph of 35 U.S.C. § 112 requires clains
to set out and circunscribe a particular area with a
reasonabl e degree of precision and particularity. In re
Johnson, 558 F.2d 1008, 1015, 194 USPQ 187, 193 (CCPA 1977).
In determ ning whether this standard is nmet, the definiteness
of the | anguage enployed in the clains nust be anal yzed, not
in a vacuum but always in |ight of the teachings of the prior
art and of the particular application disclosure as it would
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be interpreted by one possessing the ordinary |evel of skil
in the pertinent art. 1d. The purpose here is to provide
t hose who woul d endeavor, in future enterprise, to approach
the area circunscribed by the clains of a patent with the
adequat e noti ce demanded by due

process of law, so that they may nore readily and accurately

determ ne the boundaries of protection involved and eval uate

the possibility of infringement and dom nance. |n re Hanmmack,

427 F.2d 1378, 1382, 166 USPQ 204, 208 (CCPA 1970).
Clainms 56 and 57, the two i ndependent clains on appeal,

require the grinding wheel recited therein to include, inter

alia, arimsurface of predetermned wdth and a plurality of

abr asi ve pieces secured to or carried by the rimsurface and
each having a width “substantially the sane as said
predeterm ned width of said rimsurface.” In their brief, the
appel l ants attach great inportance to this limtation as a
pat ent abl e di stinction over the prior art; however, the use of
the words “substantially the same” to define the relationship
bet ween the widths of the rimsurface and the abrasive pieces

poses a definiteness problem
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Al though 8 112, 2, does not require exact precision in
cl ai m | anguage, definiteness problens often arise when words
of degree (such as “substantially the sane”) are used in a

claim Seattle Box Co. v. Industrial Crating & Packing. Inc.,

731 F.2d 818, 826, 221 USPQ 568, 573-74 (Fed. Cir. 1984).
VWhen such words

are enployed, it nust be determ ned whether the underlying

speci fication provides sone standard for neasuring the degree,
i.e., whether one of ordinary skill in the art would
understand what is clainmed when the claimis read in |ight of
the specification. 1d. The appellants’ specification

provi des no neani ngful standard for neasuring how close in

di mension the widths of the rimsurface and abrasive pieces
have to be in order to be considered “substantially the sane.”
This | ack of guidance is exacerbated by seem ngly inconsistent
illustrations of the clained width relationship in the
appel l ants’ drawi ngs. For exanple, Figures 9 and 11 show a
gri ndi ng wheel enbodi nent wherein the widths of the rim

surface and abrasive pieces differ so significantly that they

6
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woul d not normally be considered as being “substantially the
sane.” That the claimlimtations at issue are nonethel ess
intended to cover this width relationship is evidenced by
clainms 20 and 54 which depend fromclainms 56 and 57,
respectively, and are specifically drawn to the enbodi nent
shown in Figures 9 and 11

Thus, the neaning to be attributed to the limtations in
clainms 56 and 57 requiring the widths of the rimsurface and
t he abrasive pieces to be “substantially the sanme” is unclear.
I t

follows that clains 56 and 57, and clainms 2 through 21 and 36

t hrough 55 which depend therefrom fail to set forth the netes
and bounds of the appellants’ invention with a reasonable
degree of precision and particularity.
SUMVARY
The decision of the examner to reject clains 2 through
21 and 36 through 57 under 35 U. S.C. 8 103(a) is reversed; and
a new 35 U S.C. § 112, second paragraph, rejection of these

clains is entered pursuant to 37 CFR § 1.196(b).
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Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8§ 1.196(b) (anended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).
37 CFR 8 1.196(b) provides that, “A new ground of rejection
shall not be considered final for purposes of judicial
revi ew.”

37 CFR 8 1.196(b) also provides that the appellants,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the following two options with respect to the new
ground of rejection to avoid term nation of proceedings
(8 1.197(c)) as to the rejected clains:

(1) Submt an appropriate anendnent of the
claims so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard

under 8 1.197(b) by the Board of Patent Appeals and
I nterferences upon the sanme record.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).
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REVERSED. 37 CFR § 1.196(b)

| AN A. CALVERT
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

JOHN P. McQUADE
Adm ni strative Patent Judge

JENNI FER D. BAHR
Adm ni strative Patent Judge
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